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DETAILED ACTION 



Information Disclosure Statement 



1 . The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1.98(b) requires a list of all patents, publications, or other information 
submitted for consideration by the Office, and MPEP § 609 A(l) states, "the list may not be 
incorporated into the specification but must be submitted in a separate paper." Therefore, unless 
the references have been cited by the examiner on form PTO-892, they have not been 
considered. The following has been listed in the specification : FR documents 2,624,397 and 
2,554799, and WO publication 96/05133. 



2. The disclosure is objected to because of the following informalities: the words "case" 
and "casing" had both been used to designate the structural element indicated by reference 
character 12, as in page 5, lines 2, 3, 9 and 1 1 . Only one of these names should be used in order 
to avoid confusion and provide consistency throughout the disclosure. 

Appropriate correction is required. 



Specification 
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Claim Rejections - 35 USC§112 



3. The following is a quotation of the second paragraph of 35 U. S C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 



4. Claim 25 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

a. Claim 25 recites the limitation "the filter system" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. Is the "filter system" different from that of the 
filter element? What structural elements are being added or claimed by this "filter system"? For 
examination purposes, the examiner has considered as the filter system being the filter element 
which comprised of the housing (casing) and filter paper element. 

Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
itolS of&is title, if the differences between the subject matter sought to be patented and the prior art are 
sS lhat L uWect matter as a whole would have been obvious at the time the invention was made to a person 
Sv^rZa^ skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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6. Claims 13 - 20 and 24 - 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Engstrom (US 3,468,425) in view of McBurney et al.(US 2,955,067). 

7. Concerning claim 13, Engstrom discloses a filter element for filtering a fluid in a filter 
system comprising a cylindrical case (1), the filter element also comprising a filter paper material 
(7, 12) in sheet form configured to constitute a tubular cylinder inside the case (1) in a manner to 
partition an outer radial part (outer region which surrounds outer sides/surfaces of the filter 
element 7) from an inner radial part (inner region in which the filtered fluid is being collected) 
wherein a fluid (such as lubricating oil) is able to move across the filter element (7) in a 
substantially centripetal direction and the filter element (7, 1) is devoid of a central core, as in 
figs. 1 - 6 and 8. However, Engstrom fails to disclose the paper material being absorbent. 
McBurney et al. teach a filter element formed of an absorbent paper material for the filtering of 
fluids, particularly lubricating oils, as in col. 1, lines 15 - 33. It is considered obvious to one of 
ordinary skill in the art at the time of the invention to modify the material of construction of the 
filter element of Engstrom in lieu of (from that of regular filter paper material) to the absorbent 
filter paper material taught by McBurney et al., in order to provide an improved filter element 
having the ability to not only filter undesirable particulates (such as dirt, metallic particles, etc), 
from lubricating oils but also have the ability to remove acidic impurities therefrom, which could 
be damaging (corrosive) to engine parts and machinery for which the oil would be used into. 
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8. With regards to claim 14, Engstrom discloses the tubular cylinder formed by filter 
element (7) having a mean inside diameter greater than 1/20 of a mean outside diameter of the 
tubular cylinder, as in figs. 1-3, 

9. Regarding claim 15, Engstrom also discloses the mean inside diameter being greater 
than X A of the mean outside diameter, as in figs. 2-3. 

10. Concerning claim 16, Engstrom discloses the mean inside diameter being 
substantially 1/3 the mean outside diameter, which is in the claimed range of between 1/3 and Vi 
the mean outside diameter, as in figs. 2-3. 

11. With respect to claim 17, although Engstrom, as modified by McBurney et al, does 
not disclose the exact dimensions of the mean inside diameter (cylinder), particularly being 
greater than 25 mm, it is considered by the examiner that the fluid filter element of Engstrom as 
modified by McBurney, would not perform differently from the claimed device, and according to 
case law, Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984)], cert. 
Denied, 469 U.S. 830, 225 USPQ 232 (1984), a prima facie case of obviousness exists when 
(The Fed. Circuit held that where) the only difference between the prior art and the claims was a 
recitation of relative dimensions of the claimed device and a device having the claimed relative 
dimensions would not perform differently than the prior art device, the claimed device was not 
patentably distinct from the prior art device. 
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12. Regarding claim 18, Engstrom discloses the tubular cylinder (7) having an inside wall 
which is cylindrical in shape and has circular cross-sectional shape, as in figs. 1-3. 

13. With regards to claim 20, Engstrom discloses the paper material (used as filter 
element 7) being a strip which is a continuous single sheet wound to provide the tubular cylinder, 
as in figs. 4 and 8. It is considered obvious upon combination of the teachings of Engstrom and 
McBurney, that the single continuous sheet of paper material wound to become a tubular 
cylinder would be an absorbent paper material. 

14. With respect to claim 24, McBurney et al. further teach the absorbent paper being 
cellulose cotton (i.e. cellulosic paper), as in cols. 1 - 6. 

15. Concerning claim 25, Engstrom as modified by McBurney et al., teach the filter 
element (system) being constructed and arranged to filter automotive engine oil (i.e. lubricating 
oil), as in col. 1 of both patents. 

16. Regarding claim 19, Engstrom further discloses the filter element further comprising 
at least one polarizing positioning means (in the form of the spring spider 6 and tubular extension 
sleeve 9), as in fig. 1 . 
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17. Claims 21 - 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Engstrom and McBurney et al., as applied to claim 13 above, and further in view of White (US 
4,469,598). 

18. With regards to claim 21, Engstrom as modified by McBurney et al., fail to disclose 
the absorbent paper being comprised of a series of sheets interlaced together to provide the 
tubular cylinder. White teaches a filter element being formed of an absorbent paper material 
comprised of a series of sheets (20, 22) interlaced (bonded) to provide a tubular cylinder of 
pleated filter element, as in figs. 2-4. It is considered obvious to one of ordinary skill in the art 
to modify the material of construction (i.e. absorbent paper) of the filter element of Engstrom as 
modified by McBurney et al., by adding the embodiment taught by White, in order to provide an 
alternative design and effective filter element for the filtration of fluids. 

19. Concerning claims 22-23, White further teaches each of the sheet (20 or 22) 
comprises several plies or layers (30 - 40), as in fig. 4. The same motivation applied above in 
claim 17 applies here. Furthermore, making the filter element/paper to have several plies would 
make the filter element thicker and therefore provide a better and more efficient filter element 
which has greater capability to absorb more moisture (water) without getting degraded easily. 
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Conclusion 

20. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. US 1,41 1,975 (Matson), 3,646,882 (Keating), 4,289,513 (Brownhill et al.), 5,103,434 
(Furrow), 4,857,195 (Brownell et al.) 5,413,712 (Gewiss et al.) and 3,692,186 (Marzocchi). 

21 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marianne S. Ocampo whose telephone number is (703) 305- 
1039. The examiner can normally be reached on Mondays to Fridays from 8:00 A M. to 4:30 
P.M.. 

22. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wanda Walker can be reached on (703) 308-0457. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-93 10 for regular 
communications and (703) 872-93 1 1 for After Final communications. 

23. Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308-0661. 



M.S.O. 

March 25, 2002 



MATTHEW O SAVAGE 
PRIMARY EXAMINER 



